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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
.States. 

2. Claims 1-3, 5-6, and 8 are rejected under 35 U.S.G. 102(b) as being anticipated 
by Toshihiko et al (JP 09-320,849). 

Regarding claim 1 , Toshihiko et al disclose a multilayer electronic component 
having a multilayered product laminating a plurality of dielectric sheets (upper and lower 
dielectric layers; paragraph 8) as one piece, 

a plurality of grounded electrodes (inherent ground electrodes on upper ground 
layer and lower ground layer) provided among said dielectric sheets (upper and lower 
dielectric layers; para. 8) being different inside said multilayered product, 

inductor electrodes provided on said dielectric sheet surfaces (laminated spiral 
inductor on upper surface of lower dielectric layer; paragraphs 8-9) not having said 
plurality of grounded electrodes inside wherein all or part of said inductor electrodes 
(spiral inductors) are placed (on top of lower dielectric layer) as not to be sandwiched by 
said plurality of grounded electrodes (spiral inductors show through the upper dielectric 
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layer due to a portion that is removed or an opening in the upper dielectric layer 
containing an upper ground layer thereon; para. 9). 

Regarding claim 2, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 , wherein the part of said inductor electrodes not sandwiched by 
said plurality of grounded electrodes is one portion of one inductor electrode (one of 
spiral inductor on the spiral shaped pattern layer on upper surface of dielectric layer 
shown through opening of upper dielectric layer; para. 1 1 ). 

Regarding claim 3, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 , wherein the part of said inductor electrodes not sandwiched 

by said plurality of grounded electrodes are one piece or a plurality of pieces of a 
plurality of the inductor electrodes (spiral inductors on the spiral shaped pattern layer on 
upper surface of dielectric layer shown through opening of upper dielectric layer; para. 
11). 

Regarding claim 5, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 or 2 wherein the part of said inductor electrodes not sandwiched by 
said plurality of grounded electrodes are placed on the dielectric sheets (upper surface 
laminated with inductors on the bottom dielectric layer) sandwiched by said plurality of 
grounded electrodes. 

Regarding claim 6, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 or 2 wherein part of said inductor electrodes not sandwiched by 
said plurality of grounded electrodes are formed by having slots (openings on upper 
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face of upper ground layer) formed on said grounded electrodes (upper ground layer) 
overlap said inductor electrodes (para. 9). 

Regarding claim 8, Toshihiko et al disclose the multilayer electronic component 
according to claim 2 or 3, wherein part and other remaining portions of said inductor 
electrodes sandwiched by said plurality of grounded electrodes are placed on said 
dielecti^ic sheets that are the same (all inductors form on upper surface of same lower 
dielectric layer; paras. 9, 11). 

3. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toshihiko et al (JP 09-320849) in view of Masao et al (JP 06-20839). 

Regarding claim 16, Toshihiko et al disclose the multilayer electronic component 
according to claim 3, wherein Toshihiko et al do not disclose an inductor comprised of 
part of said inductor electrodes not to be sandwiched by said plurality of grounded 
electrodes is used low-pass filter, and the inductor comprised of the inductor electrodes 
other than said part thereof is used in a band pass filter. 

Masao et al disclose wherein an inductor comprised of part of said inductor 
electrodes (7 on bottom green sheet la) not to be sandwiched by said plurality of 
grounded electrodes is used in a filter, and the inductor (3a on layer lb) comprised of 
the inductor electrodes other than said part thereof (part sandwiched between layer 1c 
and la) is used in a filter (paras. 9-10). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use the inductor electrodes of 
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Toshihiko et al in a filter in order to allow the filter to have high inductance as suggested 
by Masao et al (para. 1). 

Toshihiko et al and Masao et al do not disclose the Inductor electrodes is used in a low 
pass filter or a high pass filter. However, it is well known in the art that a filter can be 
low pass or high pass based on the desired frequency response. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have the inductor be used in a low or high pass filter based on which unwanted 
frequencies the electronic component needs to filter out to optimize conductance. 

Regarding claim 17, Toshihiko et al disclose the multilayer electronic component 
according to claim 3, wherein Toshihiko et al do not disclose an inductor comprised of 
part of said inductor electrodes not to be sandwiched by said plurality of grounded 
electrodes is used in a band-pass filter, and the inductor comprised of the inductor 
electrodes other than said part thereof is used in a high-pass filter. 

Masao et al disclose wherein an inductor comprised of part of said inductor 
electrodes (7 on bottom green sheet la) not to be sandwiched by said plurality of 
grounded electrodes is used in a filter, and the inductor (3a on layer 1 b) comprised of 
the inductor electrodes other than said part thereof (part sandwiched between layer 1c 
and la) is used in a filter (paras. 9-10). It would have been obvious to one of ordinary 
skill in the art at the time the invenfion was made to use the inductor electrodes in a 
filter in order to allow the filter to have high inductance as suggested by Masao et al 
(para.1). 
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Toshihiko et al and Masao et al do not disclose the inductor electrodes are used in a 
band pass filter or a high pass filter. However, it is well known in the art that a filter can 
be band pass or high pass based on the desired frequency response. Therefore, It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have the inductor be used in a band pass or high pass filter based on which 
unwanted frequencies the electronic component needs to filter out to optimize 
conductance. 

Regarding claim 18. Toshihiko et al disclose the multilayer electronic component 
according to claim 3, wherein Toshihiko et al do not disclose an inductor comprised of 
part of said inductor electrodes not to be sandwiched by said plurality of grounded 
electrodes is used in a low-pass filter, and the inductor comprised of the inductor 
electrodes other than said part thereof is used in a band-pass filter. 

Masao et al disclose wherein an inductor comprised of part of said inductor 
electrodes (7 on bottom green sheet la) not to be sandwiched by said plurality of 
grounded electrodes is used In an LC filter, and the inductor (3a on layer 1b) comprised 
of the Inductor electrodes other than said part thereof (part sandwiched between layer 
1c and la) is used in an LC filter (paras. 9-10). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the inductor electrodes 
in a filter in order to allow the filter to have high inductance as suggested by Masao et al 
(para.1). 

Toshihiko et al and Masao et al do not disclose the inductor electrodes are used in a 
band pass filter or a low pass filter. However, it is well known in the art that a filter can 
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be band pass or low pass based on the desired frequency response. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have the inductor be used in a band pass or low pass filter based on which 
unwanted frequencies the electronic component needs to filter out to optimize 
conductance. 

Regarding claim 19, Toshihiko et al disclose the multilayer electronic component 
according to claim 3, wherein first inductor comprised of part of said inductor electrodes 
not to be sandwiched by said plurality of grounded electrodes is used in a band pass 
filter, and inductor comprised of the inductor electrodes other than said part 
thereof used a band pass filter of a frequency band higher than the band pass filter 
using the inductor formed by said first inductor electrodes. 

Toshihiko et al disclose wherein an inductor comprised of part of said inductor 
electrodes (7 on bottom green sheet la) not to be sandwiched by said plurality of 
grounded electrodes is used in an LC filter, and the inductor (3a on layer lb) comprised 
of the inductor electrodes other than said part thereof (part sandwiched between layer 
1c and la) is used in an LC filter (paras. 9-10). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the inductor electrodes 
in a filter in order to allow the filter to have high inductance as suggested by Masao et al 
(para.1). 

Toshihiko et al and Masao et al do not disclose the inductor electrodes are used in 
different passband band pass filters. However, it is well known in the art that a filter can 
be band pass at a certain band based on the desired frequencies. Therefore, it would 
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have been obvious to one of ordinary skill in the art at the time the invention was made 
to have the inductor be used in a band pass or low pass filter based on which unwanted 
frequencies the electronic component needs to filter out to optimize conductance. 

4. Claims 20-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toshihiko et al (JP 09-320849) in view of Watanabe et al (US 2004/0,087,280). 

Regarding claim 20, Toshihiko et al the multilayer electronic component 
according to claim 3 wherein Toshihiko et al disclose an inductor comprised of part of 
said inductor electrodes not to be sandwiched by said plurality of grounded electrodes 
and inductors electrodes other than said part thereof is used in a digital radiotelephone 
(para. 2). Toshihiko et al do not explicitly disclose inductors not to be sandwiched by 
said plurality of grounded electrodes is used in a GSM circuit and the inductor 
comprised of the inductor electrodes other than said part thereof is used in DCS circuit. 
However, it is well known in the cellular communications that digital cellular system 
comprises GSM and DCS as taught by Wantanabe. Wantanabe disclose the inductor 
electrodes of a high frequency component is formed in the GSM system and DCS 
system (paras. 106, 140). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have the inductor electrode of Toshihiko 
et al be in a GSM and DCS circuit in order to install the chip containing the inductor 
electrodes be applicable to the digital phone of Toshihiko et al in a particular digital 
system based on which system the phone is operating in. 
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Regarding claim 21, Toshihiko et a! the multilayer electronic component 
according to claim 3 wherein Toshihiko et al disclose an inductor comprised of part of 
said inductor electrodes not to be sandwiched by said plurality of grounded electrodes 
and inductors electrodes other than said part thereof is used in an analog or digital 
radiotelephone (para. 2). Toshihiko et al do not explicitly disclose inductors not to be 
sandwiched by said plurality of grounded electrodes is used in an AMPS circuit and the 
inductor comprised of the inductor electrodes other than said part thereof is used in a 
CDMA2000 circuit. However, it is well known in the cellular communications that 
cellular systems comprises AMPS and CDMA2000 as taught by Wantanabe. 
Wantanabe disclose the inductor electrodes of a high frequency component is formed in 
an analog AMPS system or CDMA2000 system (paras. 106, 140). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have the inductor electrode of Toshihiko et al be in a GSM and DCS circuit in order to 
install the chip containing the inductor electrodes be applicable to the digital phone of 
Toshihiko et al in a particular system in which the phone is operating in. 

Regarding claim 22, Toshihiko et al disclose the multilayer electronic component 
according to claim 3 wherein Toshihiko et al do not disclose an inductor comprised of 
part of said inductor electrodes not to be sandwiched by said plurality of grounded 
electrodes is used in a PDC circuit and the inductor comprised of the inductor 
electrodes other than said part thereof is used in a W-CDMA circuit. However, it is well 
known in the cellular communications that digital cellular system comprises PDC and 
W-CDMA as taught by Wantanabe. Wantanabe disclose the inductor electrodes of a 
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high frequency component is fomned in PDC and W-CDMA systems (paras. 106. 140). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was riiade to have the inductor electrode of Toshihiko et al be in a PDC and a 
W-CDMA circuit in order to install the chip containing the inductor electrodes be 
applicable to the digital phone of Toshihiko et al in a particular system based on which 
system the phone is operating in. 

Regarding claim 23, Toshihiko et al the multilayer electronic component 
according to claim 3 wherein Toshihiko et al disclose an inductor comprised of part of 
said inductor electrodes not to be sandwiched by said plurality of grounded electrodes 
and inductors electrodes other than said part thereof is used in a digital radiotelephone 
(para. 2). Toshihiko et al do not explicitly disclose inductors not to be sandwiched by 
said plurality of grounded electrodes is used in a GSM circuit and the inductor 
comprised of the inductor electrodes other than said part thereof is used in a W-CDMA 
circuit. However, it is well known in the cellular communications that digital cellular 
system comprises GSM and W-CDMA as taught by Wantanabe. Wantanabe disclose 
the inductor electrodes of a high frequency component is formed in the GSM system 
and W-CDMA system (paras. 106, 140). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have the inductor 
electrode of Toshihiko et al be in a GSM and a W-CDMA circuit in order to install the 
chip containing the inductor electrodes be applicable to the digital phone of Toshihiko et 
al in a particular digital system based on which system the phone is operating in. 
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Regarding claim 24, Toshihiko et al the multilayer electronic component 
according to claim 3 wherein Toshihiko et al disclose an inductor comprised of part of 
said inductor electrodes not to be sandwiched by said plurality of grounded electrodes 
and inductors electrodes other than said part thereof is used in a digital radiotelephone 
(para. 2). Toshihiko et al do not explicitly disclose inductors not to be sandwiched by 
said plurality of grounded electrodes is used in a DCS circuit and the inductor 
comprised of the inductor electrodes other than said part thereof is used in W-CDMA 
circuit. However, it is well known in the cellular communications that digital cellular 
system comprises DCS and W-CDMA as taught by Wantanabe. Wantanabe disclose 
the inductor electrodes of a high frequency component is formed in the DCS system 
and W-CDMA system (paras. 106, 140). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have the inductor 
electrode of Toshihiko et al be in a DCS and W-CDMA circuit in order to install the chip 
containing the inductor electrodes be applicable to the digital phone of Toshihiko et al in 
a particular digital system based on which system the phone is operating in. 



Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toshihiko et al (JP 09-320,849) in view of Asakura et al (US 6,002,576). 

Regarding claim 4, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 , wherein Toshihiko et al do not disclose all or part of said inductor 
electrodes not sandwiched by said plurality of grounded electrodes are placed on the 
dielectric sheets not sandwiched by said plurality of grounded electrodes. Asakura et al 
disclose all or part of capacitor electrodes (3; fig. 1) not sandwiched by said plurality of 
grounded electrodes are placed on the dielectric sheets (top surface of top dielectric 
sheet 2) not sandwiched by said plurality of grounded electrodes (bottom laminate layer 
2 of each dielectric sheet). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to place the conductive electrodes on a . dielectric 
sheet not sandwiched on by the ground electrodes in order to allow trimming of the 
conductive electrode to reduce the Q value from the top dielectric sheet as suggested 
by Asakura et al (col 3, lines 39-49). 

Regarding claim 7, Toshihiko et al disclose the multilayer electronic component 
according to claim 1 or 3, wherein Toshihiko et al do not disclose all or part of said 
inductor electrodes not sandwiched by said plurality of grounded electrodes by said 
plurality of grounded electrodes are formed by having slots having substantially the 
same shape as said inductor electrodes formed on said grounded electrodes overlap 
said inductor electrodes. Asakura et al disclose all or part of said inductor electrodes 
not sandwiched by said plurality of grounded electrodes by said plurality of grounded 
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electrodes are formed by having slots (3, 4, 5) having substantially the same shape as 
said inductor electrodes formed on said grounded electrodes overlap said inductor 
electrodes (fig. 1 ). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the same shape conductor be on the top layer in 
order to have the same type of conductor on all the dielectric sheets. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lana N Le whose telephone number is (703) 308-5836. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward F Urban can be reached on (703) 305-4385. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infomiation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Lana l.e 



June 12. 2005 



